
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. j 



10/830,162 



04/21/2004 



23370 7590 04/05/2006 

JOHN S. PRATT, ESQ 
KILPATRICK STOCKTON, LLP 
1 100 PEACHTREE STREET 
ATLANTA, GA 30309 



Elaine Dillard 



024I0-0I30NP 
(42353-30008 



8151 



EXAMINER 



GOFMAN, ANNA 



ART UNIT 



PAPER NUMBER 



1771 

DATE MAILED: 04/05/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



u 



Office Action Summary 


Application No. 

10/830,162 


Applicant(s) 
DILLARD ET AL 


l.ac!i nil it?r 

Anna Gofman 


Art Unit 

1771 
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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )EI Responsive to communication(s) filed on 21 April 2004 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 8-14 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1^7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-7, drawn to a textile shell with a polymeric coating, classified in 
class 442, subclass 59. 

II. Claims 8-14, drawn to a method of making a textile shell with a polymeric 
coating, classified in class 427, various subclasses. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product was made using a materially 
different method such as applying a mixture of the two components to the textile shell. 

3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Bob Richards on Wednesday March 29, 
2006 a provisional election was made without traverse to prosecute the invention of 
Group I, claims 1-7. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 8-14 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 recites the limitation, "a textile shell with a 
surface". The term "shell" is unclear and indefinite. Examiner will interpret said textile 
shell as any textile substrate layer. 

Claim 3 contains the trademark/trade names Reichhold 68079, polymer latex 
VTLA, Synthomer 48C40, Synthomer 6000, Dupont Neoprene 750, Witcobond 506, and 
Barrier Pro 2000. Where a trademark or trade name is used in a claim as a limitation to 
identify or describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 
trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
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name is used to identify/describe base polymers and, accordingly, the 
identification/description is indefinite. 

Claim 4 contains the trademark/trade names Dowfax 2A1, Tego 4710, 
Michemlube 124, Octojett 588 and Alcohum HPT/Bermocoll EHM. Where a trademark 
or trade name is used in a claim as a limitation to identify or describe a particular 
material or product, the claim does not comply with the requirements of 35 U.S.C. 1 12, 
second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd: App. 1982). The 
claim scope is uncertain since the trademark or trade name cannot be used properly to 
identify any particular material or product. A trademark or trade name is used to identify 
a source of goods, and not the goods themselves. Thus, a trademark or trade name 
does not identify or describe the goods associated with the trademark or trade name. In 
the present case, the trademark/trade name is used to identify/describe a polymeric 
coating and, accordingly, the identification/description is indefinite. 

Claim Rejections - 35 USC § 102/103 



8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-7 rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ahluwalia (US 2003/0176125). 

Ahluwalia teaches a fire resistant structural material comprising a fabric substrate 
coated with a coating of fire resistant structural material (Abstract). The coating 
comprises a binder component which can be neoprene latex, nitrile rubbers, or butyl 
rubber latex (pg.3 par.0024). The coating comprises a surfactant which mixes with the 
binder to create a binder/surfactant mixture. A roamer injects air into the mixture and 
forms microcells within the mixture. The mixture may then be spread onto said substrate 
(pg.3 par.0028). The mixture has a consistency of a light foam and thus, creates low 
density to the binder/surfactant mixture. Examiner interprets that said binder 
components act as the "base polymer" recited in claims 1 , 3 and 7 and meets the 
limitations of a "base polymer with a sufficient amount of air mixed with the base 
polymer to lower the density of the base polymer". The substrate can be made from 
nylon fibers, wool fibers or acrylic fibers (pg.5 par.0042). Further, the coating comprises 
a fire retardant material which can be zinc oxide (pg.8 par.0069). The present invention 
can be used as a decorative fabric material or fire resistant gloves (pg.2 par.0015 and 
0017). 
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In the alternative, although Ahluwalia does not explicitly teach the claimed 
lowered density it is reasonable to presume that said density would inherently be 
lowered to about 30% of the original density of the base polymer. Support for said 
presumption is found in the use of like materials (i.e. textile substrates with polymeric 
coatings), which would result in the claimed property. The burden is upon the Applicant 
to prove otherwise. In addition, the presently claimed property would obviously have 
been present once the claimed product is provided. Therefore, claims 1-7 are rejected. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. In addition to the references provided by Applicant, the follow documents are 
considered pertinent to Applicant's invention: 

Swope et al. (US 5,213,866) teach carpet and textile coatings but fail to teach a 
substrate comprising the fibers as recited in claim 2. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Gofman whose telephone number is (571) 272- 
7419. The examiner can normally be reached on Mon.-Fri. 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Anna Gofman 
Examiner 
Art Unit 1771 

ELIZABETH M.COLE 
PRIMARY EXAMJNER 



